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DETAILED ACTION 



Claims 8,10,12-14,18-21 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter which 

was not described in the specification in such a way as to reasonably convey to one skilled in the 
relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. 

As to claim 8, where is there support for " greater than a reference value " (line 2 fi-om 
last)? (Comment: Please note that the single horizontal dashed line in Figure 6 (i.e. the earlier 
argued reference) does not seem related to a threshold of failure. That is especially, though not 
exclusively so, as the two solid circle points above the dashed (fail?) line are not tagged "Fail" as 
is done for the two triangle points also above the so called dashed (fail?) line. The single dashed 
line is just there, with both "Fail " and non-fail points above the dashed line. How is endurance 
a function of jitter, when some points (i.e. the two solid dots above the dashed line in Figure 6) 
have greater than 10% (i.e. the earlier described threshold) jitter and are not deemed to be 
indications of failure? 

As to claims 18,19,20,21, where is there support for a " reference SER ". " reference BER ". 
"reference servo error rate" and " reference tracking error signal "? (Comment: Note that Para 
41 states that the SER, BER, servo error signal and tracking error signal are measured, but does 
not describe either a reference or comparison.) 
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As to claims 18, 29, 20, 21, where is there any support for " comparing "? (Comment: 
Note that Para 41 states that the SER, BER, servo error signal and tracking error signal are 
measured, but does not describe either a reference or comparison.) 

Claims 18-21 are rejected under 35 U.S.C. 112, first paragraph, as failing to comply with 
the enablement requirement. The claim(s) contains subject matter which was not described in 
the specification in such a way as to enable one skilled in the art to which it pertains, or with 
which it is most nearly connected, to make and/or use the invention. 

As to claim 18, "symbol error rate" is undefined. How is this used to determine efficiency 
if jitter value is greater that a reference as called for in base claim 8? In fact, how is the rate 
defined, how is it determined/ measured, and how is it used to determine deficiency? 

As to claim 19, "bit error rate" is undefined. How is this used to determine efficiency if 
jitter value is greater that a reference as called for in base claim 8? In fact, how is the rate 
defined, how is it determined/measured, and how is it used to determine deficiency? 

As to claim 20, "servo error signal" is undefined. How is this used to determine 
efficiency if jitter value is greater that a reference as called for in base claim 8? In fact, how is 
the rate defined, how is it determined/ measured, and how is it used to determine deficiency? 

As to claim 21, "tracking error signal" is undefined. How is this used to determine 
efficiency if jitter value is greater that a reference as called for in base claim 8? In fact, how is 
the tracking error signal defined, how is it determined/measured, and how is it used to determine 
deficiency? 
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As to REMARKS , consider: 

As to p. 7, top paragraph; the definitions for the errors that are provided by 
Applicant are certainly new to the application. As those definitions are so "well known", 
Applicant is encouraged to provide a reference for each of them. A reference could potentially 
provide an explanation as to the definitions of each of the errors, and how each of the errors may 
be employed to actually test endurance of an optical disk. 

As to p. 7, last paragraph; the amendments to claims 18-21 include new matter. 

As to p. 8, second paragraph; Paragraphs 35-37 do not provide support for the 
proposed amendments to claims 18-21. 

As to p. 11, middle paragraph; what is the "manner of using" (line 8 of middle 
paragraph) the different errors to determine disc deficiency? It is noted that the manner was 
argued as being "similar manner as jitter" (p. 9, top paragraph, of Remarks filed 7/14/08), but 
that is not helpful as (1) the manner of carrying it out with jitter is problematic (1 12(1)), and (2) 
the original disclosure does not teach any "similar manner" as argued. 

Claims 8,10,12-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hayashida et al. 

As to claim 8, Hayashida et al teach (Para 91) a method to test endurance of an optical 
disc, including: placing the disc on a turntable; rotating the turntable and disc; applying pressure 
to the disc using a scratching unit (abrasive wheels) while the disc rotates a number of turns, so 
as to scratch the surface of the disc; and ascertaining the abrasion resistance of the sample, said 
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resistance indicative of endurance. Force applied to the disc trom above employs a pressure that 
is applied in the vertical direction. Jitter less than 10% is in the "satisfactory range" (Para 154). 
Hayashida does not refer to " up to five " rotation turns. 

As to claim 8, it would have been obvious to employ up to five rotation turns as TABLE 

3 illustrates use of 5 abrasion cycles, while relating the cycles to the "rotating the tumtable" 
(Para 91), suggestive of turning the specimen of interest 5 rotations during testing. 

Hayashida refers (Para 91) to a range of cycles under a range of loads, but does not base 
one (loads) on the other (cycles). 

As to claim 10, it would have been obvious to apply a reduced load for a greater number 
of cycles as it would be desirable to assure that the wheels do not fully pass through the disc of 
interested, to thus permit for a measurement of a parameter (i.e. the change of thickness" (Para 
94)) that's indicative of abrasion resistance. 

As to claim 12,13, it would have been obvious to employ a non-rotating test piece (in 
place of a wheel) in Hayashida as Hayashida teaches (Para 90,92) that steel wool may effectively 
permit for abrasion testing of a rotating body. Such a test piece must provide for a sufficient 
force/area ration to provide for a measure of abrasion. The pressure provided in Applicant's 
claim 12 is within the range of sufficient pressures, especially as Nakagawa's test piece is non- 
rotating, just like Applicant's. 

As to claim 14, Hayashida suggests (Para 94) depth measurement as a means to evaluate 
abrasion resistance. In addition, one of ordinary skill would provide for reference values 
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indicative of whether resistance for a particular disc is acceptable. The threshold value provided 
in Applicant's claim 14 seems to be within one of ordinary skill. 



As to REMARKS , please consider the following: 

As to p. 8 last paragraph; while the specification of Hayashida '975 reference 
does not employ the phrase "up to 5", he certainly employs 5 cycles as depicted in the "Abrasion 
cycles" row of TABLE 3 which expressly employs "5" rotations for testing. While the claim 
does not call for ~ up to and including 5~, Hayashida's "5" sure seems to be dam close. In that 
regard, it's interesting to note that the listed data (of TABLE 3) employs only round cycle 
numbers (i.e. 0, 5, 10, 20, 40, 30, 100, 500), which does not necessarily expressly exclude use of 
a numbers such at 7, 13, 30, 50, 90, etc, or even a number less than 5 in any "cycle test" that 
employs rotation. It's just natural to employ/list integral (round) numbers in a test. Applicant's 
invention seems to be directed to ceasing rotation at a number in-between, or in this case just 
before "5" is reached. (Incidentally, that would make one consider if use of any numerical range 
between (but not including) any of the round cycle numbers (i.e. 0, 5, 10, 20, 40, 30, 100, 500) 
employed in the reference qualify as a patentable invention.) 

As to p. 9, last paragraph; note that Hayashida states (Para 154) that jitter less than 13% 
is permissible, and the jitter less than 10% is desirable, suggestive of reference values. (Note: 
Applicant does not have support for a reference.) Also, please look at TABLE 3 that states that 
for sample No. 2, jitter % for 0 turns is 8.5, while jitter % for that same sample has increased to 
8.9 after 5 turns. Sample No. 3 also demonstrates an increase in jitter % from 8.5 to 16 after the 
disk has rotated 5 revolutions. TABLE 3 should demonsfrate that jitter is measured after 
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rotation, while Para 154 provides that the disc is deficient (i.e. not "satisfactory" (line 3 irom 
bottom of Para 154)) if above 10%. 

As to p. 10, second paragraph; regarding the "contrary" argument, how is the "without" 
reflected in any way in the claims? 

As to p. 10, last full paragraph; what does "acceptable" imply in claim 8? Does it mean - 
normal — (claim 8)? In addition, note that Hayashide teaches what provides for "margins in a 
satisfactory" (Para 154) range, suggestive of acceptability. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Robert R. Raevis whose telephone number is 571-272-2204. The 
examiner can normally be reached on Monday to Friday fi-om 5:30am to 3pm. 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's 
supervisor, Hezron Williams, can be reached on 571-272-2208. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an apphcation may be obtained fi-om the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-fi"ee). 



/Robert R. Raevis/ 
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